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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed June 25, 2009 have been fully considered but they 
are not persuasive. 

In view of applicant's amendment the 102 rejection based upon Bennett et al. 
(Bennett) is hereby withdrawn 

However applicant asserts that Bennett teaches away by disclosing an 
exemplary heat sealing method. The examiner disagrees. Bennett is not limited only to 
heat sealing. As previously stated, Bennett states "an elastic membrane 68' could then 
be secured to the upper surface of the barrel member 52' by any suitable means such 
as heat sealing or a groove and O-ring connection" (column 5, lines 20-23). Heat 
sealing is disclosed as an exemplary option not a requirement. As specifically disclose 
any suitable means of sealing may be employed within the device. Therefore the 
reference does not teach away. 

Furthermore applicant has concluded that heat sealing is directed to a permanent 
seal, but fails to specify where Bennett makes such a statement. The examiner 
disagrees for any process of sealing that employs eat can be referenced as heat sealing 
and does not necessarily establish a permanent seal as asserted by applicant. 
Regardless of such as previously stated, Bennett is not limited to heat sealing. 

Furthermore applicant appears to derive at the use of such substances as 
grease, lubricant or oil, silicon fluid or silicon oil as a sealing agent does not result in a 
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permanent seal. There is no evidence that such materials cannot be used in the 
creation of permanent seals or bonds. 

Applicant has added new claims 32-36. However applicant has failed to specify 
where the original specification provides support for the claims. Specifically the 
examiner fails to locate where support is provided for a removable frame. As such the 
claims are directed to new matter. Furthermore applicant should take note that Bennett 
discloses the elastic membrane 68 is attached to a detachable portion of the device 
(frame). 

While applicant has amended claims 3-4, the claims are still not directed to any 
further structural limitations. A chair is configured to be sat on, but reciting such does 
not further limit the structure of the chair. One can also choose to sit, kneel, lean, etc. on 
the chair eventhough it is configured for sitting. An apparatus is not structurally defined 
or limited by its intended function. 

If view of the above remarks the claims are rejected as given herein below. 
Claim Interpretation 
2. Claims 3-4 are not further structurally limiting of the claimed system. The 
"configured to" phrase does not add structure to the device. The claims do not add 
structure to that of claim 1 . The claims are directed to how the device is intended to be 
used or arranged with respect to the unclaimed fluid receptacles that are not elements 
of the pipetting system. As to claim 3, is it applicant's intent to further limit the device to 
include a controller, computer, or other electronic device that allows for automated 
movement/aligning of the device? 
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Claim 4 does not add any further structure to that of claim 1 . Claim 4 is directed 
to how one intends for the device to be employed with unclaimed elements (i.e. fluid 
receptacles and mulitwell plate). 

It should be noted that claim 1 recites one or more removable pipette tips. The 
more pipette tips are optional and not required. As such any dependent claims directed 
to "the removable pipette tip arrays"; "the pipette tip arrays"; or any other variation 
thereof are considered limiting only when more than one removable pipette tip is 
present. The examiner suggests applicant amend the claims to be consistent with the 
"one or more" language of claim 1 . 

Claim Objections 

3. Claims 3-4 are objected to under 37 CFR 1 .75(c), as being of improper 
dependent form for failing to further limit the subject matter of a previous claim. 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form. 

Specification 

4. The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

5. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
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terms as to enable any person skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and use the same and shall set forth the 
best mode contemplated by the inventor of carrying out his invention. 

6. Claims 32-36 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. See Response to Arguments. 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

8. Claim 32 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

It is unclear if applicant is attempting to claim a single or plurality of open regions. 
The term "an" is singular and the term "regions" is plural. 

Claim Rejections - 35 USC § 102 

9. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

10. Claims 32-36 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Bennett etal. US 4, 444,062. 

Bennett et al. discloses liquid transfer device having a plunger mounted for 
sliding movement within a hand-held housing, a plurality of rods projecting from said 
plunger, a barrel section having a plurality of through-passages formed therein equal in 
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number to the number of said rods, means for detachably connecting said barrel means 
to said housing and elastic o - 7 means adapted to be secured intermediate said 
housing and barrel means whereby said rods will press said ^ . ^ into said 
passages when said barrel means is connected to said housing. The c pi ag n can be 
connected either to the housing over the ends of said rods or may be connected to the 
barrel means over the passages and the entire barrel means may be formed of plastic 
material for disposal after a single use. In the disposable form the - „ % \, ^ may be of 
relatively thin material since it does not have to be heavy enough to withstand repeated 
uses (column 2, line 34). 

An elastic rubber \ — < v 24 of latex completely overlies the recess 16 and 
the ends of the rods protruding therefrom and the periphery of the membrane is secured 
in the groove 22 by means of an endless O-ring 26 having dimensions suitable for press 
fitting the O-ring into the groove 22. 

As seen in Figure 1 the membrane is secured to the upper frame and 
sandwiched between the two respective sections of the frame. 

A shallow groove is formed in the upper surface of the barrel member 52 (frame) 
which completely surrounds the row of wells 60 (open central regions). A thin plastic 
d s\ h gm 68 (membrane) of any suitable plastic material having a limited degree of 
elasticity is stretched over the top of the wells 60 and secured in the groove 67 by 
means of an elastic O-ring 69 pressed into the groove 67 (clamping assembly). The 
groove 67 is in alignment with the grooves 22 in the housing 12 when the barrel 
member 52 is secured to the housing 12. 
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An elastic me; b te 68' could be secured to the upper surface of the barrel 
member 52' by any suitable means such as heat sealing (sealing agent) (column 5, 
lines 21-22). 

Threaded apertures 56 and screws 54 help align and claim the portions of the 
frame together. 

The device is rectangular in shape as seen in the figures (2-3). The device is 
further manufactured from plastic (column 2, line 46) and metal (column 3, lines 14-17). 
Claim Rejections - 35 USC §103 

1 1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

12. In the alternative, claims 1, 3-10 and 14-16 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Bennett et al. in view of Yiu et al. 6,258,324. 

Bennett does not specify the used of grease, lubricant, oil, silicon fluid, or silicon 
oil as a sealing agent. 

However, Bennett discloses any suitable securing/sealing means may be 
employed. Therefore, it would have been obvious to one of ordinary skill in the art at the 
time of the invention to employ a conventionally known sealing agent such as glue or 
any other bonding agent within the device of Bennett. 

Yiu discloses a pipette device in which silicone oil or grease is employed as a 
sealing agent. (Abstract). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to employ the use of silicon oil or grease as taught by Yiu within the device of 
Bennett to enhance and preserve the seal. 

13. Claim 2 is rejected under 35 U.S.C. 103(a) as being unpatentable over Bennett 
et al. In view of Yiu as applied to claims 1,3-10 and 14-16 above, and further in view of 
Powers, Ingenhoven et al., or Shumate et al. 

Bennett et al. in view of Yiu does not disclose the device as being automated. 

While a mechanical or automatic means to replace manual activity which has 
accomplished the same result involves only routine skill in the art, Powers, Ingenhoven 
et al., or Shumate et al. disclose automated pipette devices. 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to automate the operation the device of Bennett et al. for automated pipettes 
are conventionally known in the art to ensure accurate handling of liquid and 
streamlining various methods as well. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
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mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brian R. Gordon whose telephone number is 571-272- 
1258. The examiner can normally be reached on M-F, 1st Fri. Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571-272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Brian R Gordon/ 
Primary Examiner 
Art Unit 1797 
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